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Dear Sir: 



Applicants respectfully petition under 37 C.F.R. § 1.53(e)(2) that the original filing date 

of April 21, 2004 be accorded to the above-referenced patent application. A Notice of 

Incomplete Nonprovisional Application was mailed by the OIPE on July 1, 2004, contending 

that the application was deficient for not including drawings. However, Applicants respectfully 

submit that drawings are not necessary for the understanding of the subject matter sought to be 

patented, under 35 U.S.C. §113 (first sentence). 
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Specifically, all of the claims of the present application are directed to methods for 
making alkyl esters or products produced according to those methods. MPEP §608.02 states 
that: 

An OIPE formality examiner should not treat an application without 
drawings as incomplete if drawings are not required. A drawing is not 
required for a filing date under 35 U.S.C. Ill and 113 if the application 
contains: 

(A) at least one process claim including the term "process" or 
"method" in its introductory phrase; 

(B) at least one composition claim including the term 
"composition," "compound," "mixture" or "pharmaceutical" in its 
introductory phrase. 

* * * * 

In the present application, every claim is directed to either a method or product made according 
to a claimed method, and therefore, drawings are not required . 

It appears, however, that the Notice of Incomplete Nonprovisional Application was sent 
by the OIPE because the specification as filed incorrectly made reference to eight missing 
figures. The references to these eight figures, however, stated that they described testing results 
and properties only, and therefore were not necessary for the understanding of the invention. 
Accordingly, Applicants also include with this petition an Amendment to the Specification, to 
delete the references to the figures in the specification. Applicants believe that this Amendment, 
in light of the claims as filed (which include at least one process claim), satisfy the OIPE's 
Notice, and respectfully request that the original filing date of April 21, 2004 be accorded to this 
application. 

In the alternative, the Applicants respectfully submit that the OIPE incorrectly refused to 
accord this application a filing date, notwithstanding the references in the specification to the 
missing unnecessary figures. MPEP 606.01(f) states: 

"A nonprovisional application having at least one claim, or a provisional 



application having at least some disclosure, directed to the subject matter 
discussed above for which a drawing is usually not considered essential for a 
filing date, describing drawing figure(s) in the specification, but filed without 
drawings will be treated as an application filed without all of the drawing figures 
referred to in the specification as discussed in MPEP §60 1.0 1(g), so long as the 
application contains something that can be construed as a written description, 
(emphasis added). 

Accordingly, MPEP 601.01(g) states that a Notice of Omitted Items should have been mailed, 
rather than a Notice of Incomplete Nonprovisional Application, and a filing date should have 
been accorded to this application. Applicants would have then had the option of accepting the 
application as deposited in the USPTO, without the referenced drawings, but retaining the 
original filing date. Applicants could then amend the specification in the same way to delete 
reference to the missing, unnecessary drawings. 

Therefore, under either basis, Applicants respectfully petition the Commissioner to 
accord the instant application the original filing date of April 21, 2004, and respectfully request a 
filing receipt which so reflects. Additionally, Applicants enclose the required petition fee of 
$130.00 under 37 C.F.R. §1.1 7(h), and proof of original filing, but request that the fee be 
refunded and credited to Deposit Account No. 13-0017, in the name of Mc Andrews, Held & 
Malloy, Ltd., upon grant of the petition. 
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Attorney for Applicants 
Reg. No. 53,556 



McAndrews, Held & Malloy, Ltd. 



500 West Madison St. 
34 th Floor /Suite 3400 
Chicago, IL 60661 



(312) 775-8039 
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PRELIMINARY AMENDMENT 

Dear Sir: 

In connection with the attached petition under 37 C.F.R. § 1.53(e)(2), to be accorded the 
filing date of April 21, 2004, the Applicants request entry of the following amendment to remove 
reference to unnecessary Figures 1-8. 
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Amendments to the Specification begin on page 2. 
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Amendments to the Specification: 

Please amend the specification as follows: 

On page 3, please delete paragraphs 0012-0015; 
On page 4; please delete paragraphs 0016-0019; 
On page 8, please amend paragraph 0034 as follows: 

Figures 3 to 6 further demon s tr at e the transester i fi ca tion ofglycerid . es in Run 1. Figure 3 
shows the results for a 4 H NMR for acidulated soap stock. Figure 4 shows the re s ults for a 4 H- 
NMR for a kno wn hiodiesel ref erence. Fi gure 5 s h o ws the results for a j H NMR for R un 1 at 15 
minutes. Figure 6 shows the results for a j H NMR for R un 1 at 120 minutes. Comparison of *H- 
NMR for acidulated soap stock, known biodiesel reference, and Run 1 at 15 and 120 minutes the 
graphs of Figure 3 t hro ugh 6 illu st rates the redu ctio n in th e presenc e of glycerides and an 
increase in the pr e sence of m ethyl esters showed that glycerides were reduced and methyl esters 
were increased . 

On page 17, please amend paragraph 0052 as follows: 

Figures 7 and 8 show the results for a [ H NMR for Runs 6 and 7, respectively. Figures 7 
and-S^H-NMR results for Runs 6 and 7 did not reveal any side reactions taking place under the 
conditions of the reaction scheme, indicating that the reaction scheme of the present invention 
may be the subject of a continuous process. Additionally, j H-NMR for Run 7 Figure 8 
confirmed^ that the higher reaction temperature of Run 7 does not have a negative effect as far as 
decomposition is concerned. 




CONCLUSION 

Applicants respectfully request entry of the foregoing preliminary amendment to the 
specification. Please charge any additional fees or credit any overpayment to Deposit Account 
No. 13-0017, in the name of McAndrews, Held, & Malloy, Ltd. 
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